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REMARKS 



In the final Office Action dated July 12, 2005, the Examiner rejected all of the pending 
claims as obvious under 35 U.S.C. § 103(a) as follows: 



CLAIMS 


COMBINED REFERENCES 


1-4, 6, 8-11, 13-17, 19 and 20-28 


Brandon (U.S. Patent 5,903,632) + Mirville et 
al. (U.S. Patent 5,745,553) + Tatchell et al. (U.S. 
Patent 6,160,877) 


5, 7, 12, and 18 


Brandon + Mirville et al. + Tatchell et al. + 
Levine (U.S. Patent 6,076,121) 



I. The Rejections Under 35 U.S.C. § 103 (a) Fail to State a Prima Facie 
Case of Obviousness 

Applicants submit that the pending rejections fail to 1) cite references teaching or suggesting 
all of the claimed features; or 2) meet the requirement of adequately showing a teaching or 
suggestion to combine the cited references. 

A. Independent Claims 1, 8 and 14 

1) Lack of suggestion/disclosure of all claimed features in cited art 

Claims 1, 8, and 14 recite, among other features: (i) storing a calling history for a calling 
party, where the calling history is generated using calling party identification information relating to 
the calling party; (ii) that calling party identification information relating to the calling party is 
received along with a dialed service code; and (iii) that a list of previously called parties is retrieved 
only upon receiving both the dialed service code and the calling party identification information. 
None of the cited references disclose these features. 

Brandon may disclose a version of storing a log of outgoing telephone calls, but it does not 
disclose storing a calling history for a calling party, where the calling history is generated using 
calling party identification information relating to the calling party, as recited in Claims 1, 8, and 
14. To the contrary, Brandon discloses a standalone device that is incorporated into a telephone and 
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that appears to store only those telephone numbers dialed using the specific standalone device. 
Thus, Brandon does not disclose storing a calling history that is generated using calling party 
identification information. Likewise, Brandon does not disclose receiving calling party 
identification information and retrieving a list of previously called parties only upon receiving both 
a dialed service code and the calling party identification information, as recited in Claims 1, 8, and 
14. Again, Brandon discloses a standalone device that is incorporated into a telephone and that 
appears to store only those telephone numbers dialed using the specific standalone device. These 
stored numbers are accessed by using a page browser or keypad and pointer keys (Brandon, Col. 6, 
lines 1-7). Thus, these numbers can be accessed without the use of a dialed service code or calling 
party identification information. 

With respect to Mirville et al. (disclosing on-demand network service options) and Tatchell 
et al. (disclosing methods of screening incoming calls), neither discloses storing a calling history for 
a calling party, so neither reference discloses storing a calling history that is generated using calling 
party identification information relating to the calling party. Likewise, neither Mirville et al. nor 
Tatchell et al. discloses retrieving a list of previously called parties only upon receiving both a 
dialed service code and calling party identification information. Accordingly, Claims 1, 8, and 14, 
as well as all related dependent claims, are patentable over the proposed combination for at least 
these reasons. 

2) Lack of teaching or suggestion to combine 
The cited references, in addition to lacking all of the claimed features, are not properly 
combinable. Brandon discloses a modified telephone that is self-contained and that can retrieve 
stored information (Brandon, Col. 2, lines 25-35). The self-contained, modified telephone is 
connected to the public telephone network but is not disposed within the public telephone network 
(Brandon, Col. 2, lines 36-39). Brandon makes clear that a principle objective of providing a self- 
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contained telephone directory system that includes all necessary components, including a central 
processing unit and databases (Brandon, Col. 1, line 38 - col. 2, line 8). The self-contained nature 
of Brandon is necessary to provide a faster and more cost efficient system architecture (Brandon, 
Col. 1, lines 42-49). Thus, the principle operation of the invention disclosed in Brandon requires 
that the automated telephone directory be implemented in a stand-alone telephone unit. 

Despite this express disclosure in Brandon, the Examiner proposes to modify the teaching of 
Brandon such that functionality is removed from the telephone unit. This is contrary to Brandon's 
express teachings that functionality should be incorporated into the telephone unit to provide a 
faster and more cost efficient system architecture. Accordingly, the Examiner's proposed 
modification of Brandon is improper because it changes the principle of operation of Brandon 
(MPEP § 2143.01). The Examiner's proposed modification reintroduces the very same problem 
that Brandon sought to overcome. Moreover, Brandon teaches away from the Examiner's proposed 
modification in that it teaches that functionality should be incorporated into the telephone unit, not 
removed from the telephone unit, as the Examiner's proposed modification requires. The 
Examiner's proposed modification of Brandon is improper for this reason as well. Neither the 
incoming call screening features of Tatchell, nor the fee-based, user accessible call services 
announced to callers in Mirville et al. provide any teaching or suggestion to combine their features 
with those of Brandon - and, as noted above, the combination would still lack all of the claimed 
features. 

B. Independent Claim 7 

1) Lack of suggestion/disclosure of all claimed features in cited art 

Claim 7 recites, among other features: (i) storing a calling history for a calling party, where 
the calling history is generated using calling party identification information relating to the calling 
party; (ii) that a personal identification number is received along with a vertical service code; and 
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(iii) that a list of previously called parties is retrieved only upon receiving both the vertical service 
code and the personal identification number. None of the references cited by the Examiner disclose 
these features. 

Again, as noted above, Brandon discloses a standalone device that is incorporated into a 
telephone and that appears to store only those telephone numbers dialed using the specific 
standalone device. These stored numbers are accessed by using a page browser or keypad and 
pointer keys (Brandon, Col. 6, lines 1-7). Thus, these numbers can be accessed without the use of a 
vertical service code or a personal identification number. 

With respect to Mirville et al., Tatchell et al., and Levine, none of these references disclose 
storing a calling history for a calling party or the remainder of features recited above. 
2) Lack of teaching or suggestion to combine 

At least the same reasoning provided for claims 1, 8 and 14 above also applies to claim 7. 
The fourth reference, Levine, added to the combination also lacks any additional teaching or 
suggestion to combine the deficient disclosures sought to be combined. 

The errors in the pending obviousness rejections are discussed with respect to the 
independent claims for purposes of brevity. The respective independent claims are submitted to be 
allowable for at least the same reasons. Applicants submit that this case is in condition for 
allowance. , 

Respeptmlly^h^tted, 

KentE. <^ktJ 
Registration No. 37,834 
Attorney for Applicants 

BRINKS HOFER GILSON & LIONE 
P.O. Box 10395 
Chicago, Illinois 60610 
(312) 321-7732 
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